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This is in response to Paper filed on 18 December 2006. 

I. Applicants' elect the invention of Group III, claims 16-31 and 39-50 without 
traverse on 18 December 2006 being acknowledged. There are two groups of 
claims (16 and 20-31) and (17-19 and 39-50). The record shows that they are not 
considered to be patentably distinct. Therefore, no restriction in between them is 
made. Accordingly, no separate consideration or search will be made. However, 
applicants should disagree, urge, show provide an evidence to the contrary for the 
record in the next response to this Office action in order for it to be considered 
timely. The evidence as urged and/or admission as stated on or for the record will 
be used to made a restriction in between two group of the claims in the next Office 
action. 

II. Applicants' prior art submissions filed on 25 August 2004, 20 December 
2005 and 14 September 2006 have been considered to the extent of the English 
language as provided. 
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III. "Om" in the elected claims 26 and 45 is an improper indication for micron. 
A proper correction is requested and required before an allowance is indicated. 



IV. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, All F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). ' . 

A. Claims 16-31 and 39-50 are provisionally rejected on the ground of 

nonstatutory obviousness-type double patenting as being unpatentable over claims 

5-6, 8, 10 and (page 2, lines 1-12, Examples and Comparative Examples and Table 

1 . Applicants, Powdertech Co., Ltd., and/or their counsel may state on and/or for 

the record that the claims are self sufficient. There has not been and will not be 

relied on any embodiments in the main body of a disclosure for any purpose) of . 



copending Application No. 10/774,045. The language "melting point of not higher 



Application/Control Number: 10/773,559 Page 4 

Art Unit: 1752 

than 1000°C" "melting point of not lower than 1800°C" or "electrical resistivity..." 
or the like is a property or a measurement of a property of a material and 
considered inherent or obviously about inherent. For a patentability of a property 
or a measurements of a proper of a material embodiment, it is allowed by law to 
request and require applicants to convincingly show or provide an evidence to the 
contrary since arguments alone are not a factual evidence in accordance with the 
authority stated in In re Schreiber, 44 USPQ2d 1429. An allowed claim or patent 
would have no value when someone shows to the same or obviously about claimed 
functional property as set forth on the record using all possible combinations of the 
teachings and suggestions in the applied reference. A showing should be submitted 
in the next response to this Office action in order for it to be considered timely. 

Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they have about the same or obviously about the 
same embodiments and property. 

This is a provisional obviousness-type double patenting rejection because 
the conflicting claims have not in fact been patented. 

B. Claims 16-31 and 39-50 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 
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6 and (col.2:25-26 and 44-48, 6:1-51, Examples 2-4 and Comparative Examples 1- 
4. Applicants, Powdertech Co., Ltd., and/or their counsel may state on and/or for 
the record that the claims are self sufficient. There has not been and will not be 
relied on any embodiments in the main body of a disclosure for any purpose) of 
copending Application No. 10/774,045. The language "melting point of not higher 
than 1000°C" "melting point of not lower than 1800°C" or "electrical resistivity. .." 
or the like is a property or a measurement of a property of a material and 
considered inherent or obviously about inherent. For a patentability of a property 
or a measurements of a proper of a material embodiment, it is allowed by law to 
request and require applicants to convincingly show or provide an evidence to the 
contrary since arguments alone are not a factual evidence in accordance with the 
authority stated in In re Schreiber, 44 USPQ2d 1429. An allowed claim or patent 
would have no value when someone shows to the same or obviously about claimed 
functional property as set forth on the record using all possible combinations of the 
teachings and suggestions in the applied reference. A showing should be submitted 
in the next response to this Office action in order for it to be considered timely. 

Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they have about the same or obviously about the 
same embodiments and property. 
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C. Claims 16-31 and 39-50 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 
8 and (col.4:40to 5:34 and 54 to 6:7, Examples 1-2 and Comparative Example 3 
and Table 1. Applicants, Powdertech Co., Ltd., and/or their counsel may state on 
and/or for the record that the claims are self sufficient. There has not been and will 
not be relied on any embodiments in the main body of a disclosure for any 
purpose) of copending Application No. 10/774,045. The language "melting point 
of not higher than 1000°C" "melting point of not lower than 1800°C" or "electrical 
resistivity. . ." or the like is a property or a measurement of a property of a material 
and considered inherent or obviously about inherent. For a patentability of a 
property or a measurements of a proper of a material embodiment, it is allowed by 
law to request and require applicants to convincingly show or provide an evidence 
to the contrary since arguments alone are not a factual evidence in accordance with 
the authority stated in In re Schreiber, 44 USPQ2d 1429. An allowed claim or 
patent would have no value when someone shows to the same or obviously about 
claimed functional property as set forth on the record using all possible 
combinations of the teachings and suggestions in the applied reference. A showing 
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should be submitted in the next response to this Office action in order for it to be 
considered timely. 

Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they have about the same or obviously about the 
same embodiments and property. 

V. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 16-31 and 39-50 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Sato et al 
(5,976,747). 

Sato et al disclose and teach a resin coated carrier core. The core 
comprises more than two groups of metal oxides. Please see the whole disclosure 
of the applied reference, especially at least col.3:6-48, 4:11 to 5:4, Examples 1-7 
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and Comparative Examples 1-10. The language "melting point of not higher than 
1000°C" "melting point of not lower than 1800°C" or "electrical resistivity..." or 
the like is a property or a measurement of a property of a material and considered 
inherent. For a patentability of a property or a measurements of a proper of a 
material embodiment, it is allowed by law to request and require applicants to 
convincingly show or provide an evidence to the contrary since arguments alone 
are not a factual evidence in accordance with the authority stated in In re Schreiber, 
44 USPQ2d 1429. An allowed claim or patent would have no value when someone 
shows to the same claimed functional property as set forth on the record using all 
possible combinations of the teachings and suggestions in the applied reference. In 
the absence of a showing of a convincing evidence to the contrary as clearly 
pointed out and set forth on the record, the above claims are reasonably found to be 
anticipated by Sato et al. 

In an alternative, the remote teachings and suggestion and an obviously 
about inherent property or its measurement are reasonably found to be rendered 
prima facie obvious by Sato et al. An allowed claim or patent would have no value 
when someone shows to an obviously about the same claimed functional property 
as set forth on the record using all possible combinations of the teachings and 
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suggestions in the applied reference. A showing should be submitted in the next 
response to this Office action in order for it to be considered timely. 

VI. Claims 1 6-3 1 and 39-50 are rejected under 35 U.S.C. 1 02(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Yoshizaki et al 
(6,372,400). 

Yoshizaki et al disclose and teach a resin coated carrier core. The core 
comprises more than two groups of metal oxides. Please see the whole disclosure 
of the applied reference, especially at least col. 8:48-49, 9:1-3 and 66, 10:1-32, 
11:66 to 12:6 and 52 to 15:27. The language "melting point of not higher than 
1000°C" "melting point of not lower than 1800°C" or "electrical resistivity..." or 
the like is a property or a measurement of a property of a material and considered 
inherent. For a patentability of a property or a measurements of a proper of a 
material embodiment, it is allowed by law to request and require applicants to 
convincingly show or provide an evidence to the contrary since arguments alone 
are not a factual evidence in accordance with the authority stated in In re Schreiber, 
44 USPQ2d 1429. An allowed claim or patent would have no value when someone 
shows to the same claimed functional property as set forth on the record using all 
possible combinations of the teachings and suggestions in the applied reference. In 
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the absence of a showing of a convincing evidence to the contrary as clearly 
pointed out and set forth on the record, the above claims are reasonably found to be 
anticipated by Yoshizaki et al. 

In an alternative, the remote teachings and suggestion and an obviously 
about inherent property or its measurement are reasonably found to be rendered 
prima facie obvious by Yoshizaki et al. An allowed claim or patent would have no 
value when someone shows to an obviously about the same claimed functional 
property as set forth on the record using all possible combinations of the teachings 
and suggestions in the applied reference. A showing should be submitted in the 
next response to this Office action in order for it to be considered timely. 

VII. Claims 16-3 1 and 39-50 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Saha et al 
(5,2,68,249 being equivalent to JP 8022150 as cited by applicants) 

Saha et al disclose and teach a resin coated carrier core. The core comprises 
more than two groups of metal oxides. Please see the whole disclosure of the 
applied reference, especially at least col.3:19-29, 3:9:12-34, Examples 1-3. The 
language "melting point of not higher than 1000°C" "melting point of not lower 
than 1800°C" or "electrical resistivity..." or the like is a property or a measurement 
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of a property of a material and considered inherent. For a patentability of a 
property or a measurements of a proper of a material embodiment, it is allowed by 
law to request and require applicants to convincingly show or provide an evidence 
to the contrary since arguments alone are not a factual evidence in accordance with 
the authority stated in In re Schreiber, 44 USPQ2d 1429. An allowed claim or 
patent would have no value when someone shows to the same claimed functional 
property as set forth on the record using all possible combinations of the teachings 
and suggestions in the applied reference. In the absence of a showing of a 
convincing evidence to the contrary as clearly pointed out and set forth on the 
record, the above claims are reasonably found to be anticipated by Saha et al. 

In an alternative, the remote teachings and suggestion and an obviously 
about inherent property or its measurement are reasonably found to be rendered 
prima facie obvious by Saha et al. An allowed claim or patent would have no value 
when someone shows to an obviously about the same claimed functional property 
as set forth on the record using all possible combinations of the teachings and 
suggestions in the applied reference. A showing should be submitted in the next 
response to this Office action in order for it to be considered timely. 
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VIII. Claims 16-31 and 39-50 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Kenji et al 
(JP3 168377 as cited by applicants. An English language translation or equivalent is 
requested and required to submitted as the same time or before an appeal brief is 
filed. Otherwise, the appeal brief is not considered and dismissed). 

Kenji et al disclose and teach a resin coated carrier core. The core 
comprises more than two groups of metal oxides. Please see the abstract as 
provided by applicants. The language "melting point of not higher than 1000°C" 
"melting point of not lower than 1800°C" or "electrical resistivity..." or the like is 
a property or a measurement of a property of a material and considered inherent. 
For a patentability of a property or a measurements of a proper of a material 
embodiment, it is allowed by law to request and require applicants to convincingly 
show or provide an evidence to the contrary since arguments alone are not a factual 
evidence in accordance with the authority stated in In re Schreiber, 44 USPQ2d 
1429. An allowed claim or patent would have no value when someone shows to the 
same claimed functional property as set forth on the record using all possible 
combinations of the teachings and suggestions in the applied reference. In the 
absence of a showing of a convincing evidence to the contrary as clearly pointed 
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out and set forth on the record, the above claims are reasonably found to be 
anticipated by Kenji et al. 

In an alternative, the remote teachings and suggestion and an obviously 
about inherent property or its measurement are reasonably found to be rendered 
prima facie obvious by Kenji et al. An allowed claim or patent would have no 
value when someone shows to an obviously about the same claimed functional 
property as set forth on the record using all possible combinations of the teachings 
and suggestions in the applied reference. A showing should be submitted in the 
next response to this Office action in order for it to be considered timely. 

IX. Claims 16-31 and 39-50 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Masahisa et al 
(JP09-236947 as cited by applicants. An English language translation or equivalent 
is requested and required to submitted as the same time or before an appeal brief is 
filed. Otherwise, the appeal brief is not considered and dismissed). 

Masahisa et al disclose and teach a resin coated carrier core. The core 
comprises more than two groups of metal oxides. Please see the abstract as 
provided by applicants. The language "melting point of not higher than 1000°C" 
"melting point of not lower than 1800°C" or "electrical resistivity..." or the like is 
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a property or a measurement of a property of a material and considered inherent. 
For a patentability of a property or a measurements of a proper of a material 
embodiment, it is allowed by law to request and require applicants to convincingly 
show or provide an evidence to the contrary since arguments alone are not a factual 
evidence in accordance with the authority stated in In re Schreiber, 44 USPQ2d 
1429. An allowed claim or patent would have no value when someone shows to the 
same claimed functional property as set forth on the record using all possible 
combinations of the teachings and suggestions in the applied! reference. In the 
absence of a showing of a convincing evidence to the contrary as clearly pointed 
out and set forth on the record, the above claims are reasonably found to be 
anticipated by Masahisa et al. 

In an alternative, the remote teachings and suggestion and an obviously 
about inherent property or its measurement are reasonably found to be rendered 
prima facie obvious by Masahisa et al. An allowed claim or patent would have no 
value when someone shows to an obviously about the same claimed functional 
property as set forth on the record using all possible combinations of the teachings 
and suggestions in the applied reference. A showing should be submitted in the 
next response to this Office action in order for it to be considered timely. 
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X. Claims 16-31 and 39-50 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Kenji et al 
(JP806913 1 as cited by applicants. An English language translation or equivalent is 
requested and required to submitted as the same time or before an appeal brief is 
filed. Otherwise, the appeal brief is not considered and dismissed). 

Kenji et al disclose and teach a resin coated carrier core. The core 
comprises more than two groups of metal oxides. Please see the abstract as provide 
by applicants. The language "melting point of not higher than 1000°C" "melting 
point of not lower than 1800°C" or "electrical resistivity..." or the like is a 
property or a measurement of a property of a material and considered inherent. For 
a patentability of a property or a measurements of a proper of a material 
embodiment, it is allowed by law to request and require applicants to convincingly 
show or provide an evidence to the contrary since arguments alone are not a factual 
evidence in accordance with the authority stated in In re Schreiber, 44 USPQ2d 
1429. An allowed claim or patent would have no value when someone shows to the 
same claimed functional property as set forth on the record using all possible 
combinations of the teachings and suggestions in the applied reference. In the 
absence of a showing of a convincing evidence to the contrary as clearly pointed 
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out and set forth on the record, the above claims are reasonably found to be 
anticipated by Kenji et al. 

In an alternative, the remote teachings and suggestion and an obviously 
about inherent property or its measurement are reasonably found to be rendered 
prima facie obvious by Kenji et al. An allowed claim or patent would have no 
value when someone shows to an obviously about the same claimed functional 
property as set forth on the record using all possible combinations of the teachings 
and suggestions in the applied reference. A showing should be submitted in the 
next response to this Office action in order for it to be considered timely. 

XI. Claims 16-3 1 and 39-50 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Masahiro et al 
(JP8 194338 as cited by applicants. An English language translation or equivalent is 
requested and required to submitted as the same time or before an appeal brief is 
filed. Otherwise, the appeal brief is not considered and dismissed). 

Masahiro et al disclose and teach a resin coated carrier core. The core 
comprises more than two groups of metal oxides. Please see the abstract as provide 
by applicants. The language "melting point of not higher than 1000°C" "melting 
point of not lower than 1800°C" or "electrical resistivity..." or the like is a 
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property or a measurement of a property of a material and considered inherent. For 
a patentability of a property or a measurements of a proper of a material 
embodiment, it is allowed by law to request and require applicants to convincingly 
show or provide an evidence to the contrary since arguments alone are not a factual 
evidence in accordance with the authority stated in In re Schreiber, 44 USPQ2d 
1429. An allowed claim or patent would have no value when someone shows to the 
same claimed functional property as set forth on the record using all possible 
combinations of the teachings and suggestions in the applied reference. In the 
absence of a showing of a convincing evidence to the contrary as clearly pointed 
out and set forth on the record, the above claims are reasonably found to be 
anticipated by Masahiro et al. 

In an alternative, the remote teachings and suggestion and an obviously 
about inherent property or its measurement are reasonably found to be rendered 
prima facie obvious by Masahiro et al. An allowed claim or patent would have no 
value when someone shows to an obviously about the same claimed functional 
property as set forth on the record using all possible combinations of the teachings 
and suggestions in the applied reference. A showing should be submitted in the 
next response to this Office action in order for it to be considered timely. 
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XII. At least the following references have the same or about the same teachings 
and suggestions as that of each of those applied above and are cumulative but may 
belater applied. They are Baba (5439771 5576133), Hayashi et al (5686012), 
Masawa et al (5688852), Okado et al (5795693), Uchida et al (5843610), Ochiai et 
.al (5876893 5900343), Mahabadi et al (5998076), Aita et al (6157801, Kobayashi 
et al (6627369) and Takiguchi et al (2002/0037470). 

XIII. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hoa V. Le whose telephone number is 571-272- 
1332. 

The examiner can normally be reached from 6:30 AM to 4:30 PM on 
Monday though Thursday and about the same time of most Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Cynthia Kelly can be reached on 571-272-1526. 

Applicants may file a paper by (1) fax with a central facsimile receiving 
number 571-273-8300. Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval (PAIR) system. Status 
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information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



Hoa V. Le 



Primary Examiner 
Art Unit 1752 



HVL 

15 January 2007 
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